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A. SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event however, may a reply be timely filed 
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4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 
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Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114. including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4. and the fee set 
forth in 37 CFR 1 ,1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on August 
25. 2005 has been entered. 

2. Claims 1 , 3-4, 9-11,1 5-28, 38-41 are under consideration on their merits. Claims 
29-37 stand withdrawn as they are not directed to the elected invention. 

The rejections of record are withdrawn in view of the claim amendments. 
However, claims are now subject to new grounds of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966). that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claims 1 . 3-4, 9-1 1 , 1 5-28, 39-41 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Krall et al WO 00/44287 (WO '287) in view of Ricci et al US patent 
6,203,779. 

Krall discloses compositions comprising the two components of Ml and M2 
(abstract; example 6, pages 50-53). M1 meets the limitation of the instant matrix- 
forming material because it contains 2-Hexyl Cyanoacrylate, which is an alkyi 
cyanoacrylate monomer in amounts of about 49% wt in total formulation, (see page 18, 
lines 18-20, example 4, page 47). M1 further contains hyroquinone, p-methoxyphenol 
and phosphoric acid as the stabilizers (page 6, lines 24-33; page 7, lines 1-26; page 19, 
lines 20-25, page 62, claims 1-9). Krall uses and claims such amounts of hydroquinone 
and phosphoric acid that falls within the ranges of the instant claim 20 (see page 63, 
lines 1 1-20). Krall also discloses the use of n-butyl cyanacrylates in amounts of about 
33% wt. (see examples 4-5, 7, pages 47-54). 
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The M2 component of Krall contains a radiopaque moiety, which can be pure 
gold powder, iodinated oil or other like agents (page 17, lines 1-10; page 26, lines 18- 
26; page 27, lines 1-25). Krall specifically uses powdered gold, which meets the instant 
solid aggregate material limitation of claim 1 (page 50, line 15; example 6). 

The ethyl myristate and the Ethiodol of Krall also anticipate the plasticizer 
component of instant claim 1 and 26, because they are respectively an alkyi ester and 
an iodinated oil and fall within the plasticizers enumerated in the instant claims 25-26. 
(see page 64, lines 1-6; and page 65, lines 15-18). 

Krall's composition only lacks a polymeric non-cyanoacrylate rheology modifying 
agent that has an average molecular weight greater than 200,000. 

Ricci describes embolic compositions comprising a polymer which falls within the 
scope of the instantly claimed non-cyanoacrylate rheology modifying agents. Ricci 
specifically describes the use of polymers or prepolymers that can either be 
cyanoacrylates or non-cyanoacrylates biocompatible polymers. The non-cyanoacrylate 
polymers described by Ricci include cellulose acetate, polymethylacrylates, or ethylene 
vinyl alcohol copolymers, (see col 5, lines 1-40; col 6, lines 56-67; col 9, lines 15-24). 
The cellulosic polymers of Ricci have an average molecular weight of about 200,000. 
(see col 5, lines 33-35). Ricci explicitly states that adjustment of the viscosity of the 
composition can be readily achieved by mere adjustment of the molecular weight of the 
polymer in the compositions, (see col 5, lines 39-41 ). Therefore, for purposes of 
adjusting the viscosity of an embolic compositions, all biocompatible polymers 
described by Ricci are functional equivalents. 
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It is prima facie obvious to combine two compositions each of which is taught by 
prior art to be useful for same purpose in order to form third composition that is to be 
used for very same purpose; idea of combining them flows logically from their having 
been individually taught in prior art. In re Kerl<hoven, 205 USPQ 1069 (CCPA 1980). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of invention to add a non-cyanoacrylate biocompatible polymer of Ricci including its 
methylacrylates or cellulosic polymers to the embolic composition of Krall and optimize 
the viscosity of such compositions for their own intended purpose by routine 
experimentation, because both polymeric units of Krall and Ricci are equally effective as 
embolic compositions. 

Claims 1 , 3-4, 9-11,1 5-28, 38-41 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Krall et al in view of Ricci as applied to claims 1, 3-4, 9-11, 15-28, 39- 
41 and further in view of Hechenberger et al US Patent 4.997,861. 

The teachings of Krall and Ricci are described above. Their combined teachings 
do not use an inorganic particulate material such as fumed silica. 

Hechenberger teaches polymeric adhesive compositions containing 
cyanoacrylate and non-cyanoacrylate polymers in combination with fumed silica 
(abstract; col 4). Hechenberger suggests that use of non-cyanoacrylate polymers and 
an inorganic thickener such as fumed silica provides improves stability and adhesive 
properties of cyanoacrylate polymeric adhesive agents (see col 2, lines 63-col 3, lines 
20). 
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Accordingly since Hechenberger suggests that addition of fumed silica would 
improve adhesive properties of cyanoacrylate compositions, it would have been 
obvious to one of ordinary skill in the art at the time of invention to further add fumed 
silica to the formulations of Krall and Ricci, because the ordinary skill in the art would 
have had a reasonable expectation of success to enhance the adhesive properties of 
such compositions. 



No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Shahnam Sharareh whose 
telephone number is 571-272-0630. The examiner can normally be reached on 8:30 
am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, PhD can be reached on 571-272-0629. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). r\f) /) 



Conclusion 




SREENI PADMAWABHAN 
SUPEFSVISORY PATENT EXAMINED 



